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! REMARKS 

' Claims 3, 4, 10, 11, 17, and 18 have been amended to . 
i^ore clearly set forth antecedents for highlighted 1 icons. ; 
/[ccordlngly , it is submitted these claims are no longer 
indefinite, and it is respectfully requested that Examiner 
vrithdraw the objection to and consequent rejection! of these 
cjlalms under 35 U.S. c, 112, second paragraph, 

| The Abstract has also been amended as suggested by 

Examiner. 

{ 

Applicants respectfully traverse the rejection of 
dlaims 1-30 under 35 U.s.c. 102(e) as being anticipated by : 
tjhe Erten Publication. in this connection, Applicants 
tjhank, Examiner for the telephone interview extended to their 
Attorney, J. B. Kraft on April 21, 2004, As Applicants 
explained in that interview, a rejection based on ; 
4nticiipatioh under 3 5 U.S.C. 102, must expressly or 
ijmplledly teach every element of invention without: 
iiodification. The Examiner's application of the Erten 
ljublijcation does not meet this standard. Every claim in 
tjhis Application requires that when an approaching i cursor , 
jjs wj^Hhin aj pre determined distance from a plurality of iteifta 

4 r icfoa lnj a set, ail of the plurality ot items ojr icons, in 

tjhe sjet arej highlighted. [ 
While the Erten publication discloses standard 
highlighting of icons as a cursor approaches, there is 
Pthinq In ferten to suggest that a group of a Plurality of 



icons 5 are highlighted when the cursor approaches. 



Applicants have reviewed the Erten publication in general is 

ell as the sections cited by Examiner, and Applicants fail 
qo find anything in Erten suggestive of highlighting a 
plurality adjacent icons. 

| fThe present invention addresses the problem ot 
interactively accessing and selecting icons and liljte items 
flrom jdisplay screen areas crowded with a high density of 
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jffcons or like items. The number of icons that the ^ user has 
tjo contend with in the navigation of his cursor to; his 
tjarget icon has been increasing greatly. These icons may b 
4rranged in many layers of windows. in certain portions of 
ihe users' display screen, there may be dense populations of 
icons. The icons may overlap or be stacked one on- the 
i^ther. In addition, users are extensively using laptop 
(j:omputere and palm- type devices, including Persona). Digital 
Assistants (PDAs) and cell phone displays to supplement 
their desktops. Thus, the desktop displays need to be 
replicated ;on these smaller screen devices to thereby make 
the icons even more closely spaced. The selection- of icons 
tyr like items from crowded screen areas presents a' problem. 
! The key to the present invention is if it is determined 
that. the group of icons being approached by the cursor is so 
tlOBely spaced that it is not possible to directly access a 
^elected icon without touching other icon, then all of the: 
j:losely spaced icons in the set are highlighted. tfhis 
permits the system to subsequently distinguish between the 
highlighted icons to select the most significant icon. 
£rten does not highlight more than a single icon. : 
| Claims 5-7, 12-14, 19-21, 23-24, 26-27, and 29-30 have 
[further limitations relating to the subsequent 
distinguishing between the highlighted icons in the group to 
fceleqt the most significant or target icon. There is 
feeq^iential highlighting of the icons in the group ; for a 
jflefiijied period of time during which the icon may be 
jselected, The rejection of these claims over Erte-n in view 
jof Davie et al . (US 5,973,665) under 35 U.S.C. loi (a) is 
jalso respectfully traversed. 

frh© pavie latent is Owned by the Assignee of the Present 
(Application, and Thus Can Not Preclude patentability Under 
;35 O.S.C. 103 (c) . 

I -The present Application and the Davie Patent j reference 
[were commonly owned by International Business Machines 
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Corporation, the Assignee herein at the time the invention 
cjf the pres nt Application was made. 

| The file of the present Application indicates j that an. 
Assignment of the present Application to said Assignee is 
ijiled in the Patent Office. Also the printed Davie Patent 
jjndicates that it is assigned to the same Assignee ; 

j Since the present Application has a filing date after 
liovember 29, 1999, and the Davie Patent would qualify as 
lirior art under the provisions of 35 u.S.c. 102(e) , it is 
Submitted that the Davie patent can not be used toj preclude 
patentability based upon 35 U.S.C. 103(c)- [Examiher's 
Attention is directed to MPEP Sections 

(706.02(1) ?| (1)(2); and (1)(3).3 

| Accordingly, Examiner is respectfully requested to 
Withdraw Davie as a reference. 

j 'in any event the Davie disclosure involves temporary 
highlighting of items on a display screen for a pujrpose 
ijrtilcii is very different from that of Erten or from: that of 
£he present invention. Davie deals with a user prpceeding 
^hroUgh a sequence of steps through the selection of a 
^equ^nce of representative items on a display screen. Thus, 
^henia user; selects a given item on a display screen, the 
^ele^ted itiem is highlighted, and a next item on tine display 
herein which the user is likely to select is also ; 
Kighiighte4 to enable the user to select such next item 
thouid he choose to do so. Davie does provide for ending 
|:he highlighting of such next item if the user doqs not 
Select during a set period of time. However, therje is 
jiothing in : either the basic Erten reference or in jthe 
modifying pavie reference relating to the highlighting of a 
frroufc of ciosely spaced adjacent items as a cursor^ 
Approaches in order that the user may be then be stepped 
through each highlighted item for selection purposes. That 
pombtnation and modification in the combination ot 
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rjeferences can only be made in the light of Applicant's own 
ijnvention. '. 

| Accordingly, Applicants submit that Examiner '9 proposed 

combination and modification of the two references is being 

mjade not with the requisite foresight of one skilled in the 

ajrt, but rather with the hindsight obtained solely by the 

tjeaching of the present invention. This approach cannot be 

u#ed to render Applicants' invention unpatentable, ' 

j ,T To imbue one of ordinary skill in the art 

! with knowledge of the invention in suit, when : no 

prior art references of record convey nor suggest 

j that knowledge, is to fall victim to the insidious 

! effect of a hindsight syndrome wherein that which 

: . Only tne inventor taught is used against its ; 

\ teacher," W. L. Gore . 721 F 2d at 1553, 220 USPQ, 

; pp. 312-313, 



"6ne cannot use hindsight reconstruction ! to 
pick and choose among isolated disclosures in; the 
£ripr ^rt to deprecate the claimed invention. '! £n 
re Fin^ . 5 USPQ 2d 1596 (C.A.F.C.) 1988, 
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i * n view of the foregoing, it is submitted that; claims 
1-30 are in : condition for allowance, and such allowance is 
rjespect fully requested. 



Rjespectfully submitted, 




b, i^aft 
:toriiey flfer Applicants 
Rfegistration No. 19,226 
C&12) 473-2303 
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Diana l. Roberts 
I PL aw Dept. - I MAD 4054 
IBM Corporation 
11400 Burnet. Road 
Austin, Texas 78758 
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